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DETAILED ACTION 

Response to Arguments 
1. Applicant's arguments, filed 8/25/2005, with respect to the rejection(s) of claim(s) 1- 
73 have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made in 
view of Granger US 6,643,775. 

As per claims 1 1, 25, 38, 52, and 63, the applicant argues that Barton does not use error 
detection to restore modified code, only to restore images. Computer files, including 
images, are made of code. Therefore the rejection in view of Barton is maintained. 

As per claims 17, and 58, the applicant argues that Maytal does not teach a request for a 
computer program. It is inherent that to receive, or download something over the Internet 
that it must be requested. The rejection in view of Maytal is maintained. 



Information Disclosure Statement 
2. The information disclosure statement filed 12/29/2004 fails to comply with 37 CFR 
1.98(a)(2), which requires a legible copy of each cited foreign patent document; each 
non-patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 
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As the examiner discussed with the applicant in a telephone interview, the IDS submitted 
on 12/29/2004 appears to be the IDS for related application 09604564. Appropriate 
correction is required. 

Claim Rejections - 35 {JSC §101 
3. 35 U.S. C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

The claimed invention is directed to non-statutory subject matter with regards to creating 
a computer program. Claims 1-70 are rejected. 

In this context, "functional descriptive material" consists of data structures and computer 
programs that impart functionality when employed as a computer component. (The 
definition of "data structure" is "a physical or logical relationship among data elements, 
designed to support specific data manipulation functions." The New EEEE Standard 
Dictionary of Electrical and 

Electronics Terms 308 (5th ed. 1993).) "Nonfunctional descriptive material" includes but 
is not limited to music, literary works and a compilation or mere arrangement of data. 
Both types of "descriptive material" are nonstatutory when claimed as descriptive 
material per se. Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. When functional . 
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descriptive material is recorded on some computer-readable medium it becomes 

structurally and functionally interrelated to the medium and will be statutory in most 

cases since use of technology permits the function of the descriptive material to be 

realized. 

See MPEP2106 

Claims 1-70 are rejected under 35 U.S.C. 101 because the claimed invention lacks 
patentable utility. 

As per claims 1-70, These claims identify a set of actions but do not result in a concrete 
result. 

For such subject matter to be statutory, the claimed process must be limited to a practical 
application of the abstract idea or mathematical algorithm in the technological arts. See 
Alappat, 33 F.3d at 1543, 31 USPQ2d at 1556-57 (quoting Diamond v. Diehr, 450 
U.S. at 192, 209 USPQ at 10). See also Alappat 33 F.3d at 1569, 31 USPQ2d at 
1578-79 (Newman, J., concurring) ("unpatentability of the principle does not defeat 
patentability of its practical applications") (citing O 'Reilly v. Morse, 56 U.S. (15 How.) 
at 1 14-19). A claim is limited to a practical application when the method, as claimed, 
produces a concrete, tangible and useful result; i.e., the method recites a step or act of 
producing something that is concrete, tangible and useful. See AT &T, 172 F.3d at 1358, 
50 USPQ2d at 1452. Likewise, a machine claim is statutory when the machine, as 
claimed, produces a concrete, tangible and useful result (as in State Street, 149 F.3d at 
1373, 47 USPQ2d at 1601) and/or when a specific machine is being claimed (as in 
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Alappat, 33 F.3d at 1544, 31 USPQ2d at 1557 (in banc). For example, a computer 
process that simply calculates a mathematical algorithm that models noise is 
nonstatutory. The applicant can overcome the 101 rejection by amending the currently 
rejected claims with a step to store the computer program on a computer readable 
medium. 

Claim Rejections - 35 USC § 112 
4. The following is a quotation of the second paragraph of 35 U.S.C 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1, and 22 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims 1, and 22 state that a computer program applies a cryptographic key to a first data. 
These claims also state the computer program does not require access to the 
cryptographic key. It is clear from the instant specification that the applicant intends to 
essentially emulate a key to apply a key without "requiring access to said cryptographic 
key". However, the computer program still needs to analyze said key before it emulates 
it in code, (Specification page 19 lines 3-22) and needs access to the key in order to 
analyze it. Furthermore every claim must be interpreted with the broadest reasonable 
interpretation. Claims 1, and 22 state applying a key without access to a key, which is 
indefinite using the broadest reasonable interpretation. The explanation from the 
specification is not also stated in claims 1, or 22. Appropriate correction is required. 
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Claims 2-21; and 23-3 1 are rejected as being dependent on the rejected independent 
claims. 

Claim 6 does not state what is being retrieved, "depend for their correct execution on 
retrieval..." Appropriate correction is required. 

Claims 19 and 60 state "substantially contemporaneously", the word substantially is 
overly broad and indefinite, appropriate correction is required. 



Claim Rejections - 35 USC §102 
5. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United * 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act 
of 2002 do not apply when the reference is a U.S. patent resulting directly or indirectly 
from an international application filed before November 29, 2000. Therefore, the prior art 
date of the reference is determined under 35 U.S.C. 102(e) prior to the amendment by the 
AIPA (pre-AIPA 35 U.S.C. 102(e)). 
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Claim 1-4, 6-8, 12, 14, 15, 16, 21, 22, 26, 31, 32, 33, 34, 39, 44, 45, 47-50, 53, 55, 56, 
57, 62, 65, 66, 69, are rejected under 35 U.S.C 102(e) as being anticipated by 
Granger US 6,643,775. 

As per claims 1, 21, 22, and 3 1 Granger teaches using a program to generate and apply a 
key to first data, (Col 6 lines 25-40). Granger teaches taking a set of actions (encrypting) 
using pseudocode so that access to the key is not necessary, (Col 6 lines 55-60, Col 7 
lines 8-20). Granger teaches performing a diversionary set of actions while performing 
cryptographic actions as a form of obfuscation, (Col 12 lines 43-60). 
As per clams 2, and 3, Granger teaches the cryptography may be public key 
cryptography, (Col 10 lines 20-27). 

As per claims 4, 49, and 65 Granger teaches receiving a second data that relates to the 
computing device upon which the program runs, where the first set of instructions is 
based on said second data, (Col 6 lines 15-27). 

As per claim 6, Granger teaches the received data is necessary for encryption/decryption, 
(Col 6 lines 25-27). 

As per claims 7, 50, and 66 Granger teaches using a random number in the executable 
instructions, (Col 12 line 55). 

As per claims 8 Granger teaches performing a diversionary set of actions while 
performing cryptographic actions as a form of obfuscation, (Col 12 lines 43-60). 
As per claims 12, and 53 Granger teaches reorganizing code in a computer program, (Col 
7 lines 63-67). 
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As per claims 14, 16, 26, 39, 55, and 57 Granger teaches that instructions are encrypted, 
and decrypted when needed, (Col 7 lines 8-20). 

As per claims 15, 56, and 69 Granger teaches the program is written in source and 
compiled, (Col 7 lines 53-59). 

As per claims 32, and 44 Granger teaches using a program to execute a first action, (Col 

6 lines 33-40). Granger teaches a sub-action, (Col 12 lines 43-47). Granger teaches a 

second action that is different from the first action, (Col 12 lines 56-61). 

As per claims 33, and 34 Granger teaches using a key to decrypt first data, (Col 6 lines 

25-30). 

As per claim 45, 47, 48, and 62 Granger teaches using a program to generate and apply a 
key to first data, (Col 6 lines 25-40). Granger teaches converting first program into a 
second program using pseudocode so to perform the same function, without access to 
said key (Col 6 lines 55-60, Col 7 lines 8-20). 



Claim Rejections - 35 USC §103 
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claims 5, 17, 18 , 24, 58, and 59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Granger US 6,643,775 in view of Maytal US 6,715,079. 
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As per claims 5, and 24, Granger teaches a program, but does not teach that the program 
is based on data that identifies the CPU. 

Maytal teaches receiving a program with data customizing the program so that it only 
works on the Computer with the correct CPUID, (Col 10 lines 16-53 Fig 12). 
It would have been obvious to one of ordinary skill in the art to modify the program of 
Granger with the data of Maytal because the customized program will prevent illegal 
copying and use without the appropriate CPUID. 

As per claims 17, 18, 58 and 59, Granger does not disclose downloading a program over 
the Internet. 

Maytal teaches CPU's submitting data to request a customized computer program may be 
downloaded to the computer over the Internet, (Col 10 lines 25-35). It would have been 
obvious to one of ordinary skill in the art to modify the program of Granger with the 
delivery of Maytal because distribution over the Internet is cheaper and faster than other 
delivery methods. 

Claims 9, 20, and 61 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Granger US 6,643,775 in view of Matsui US 2002/0178412. 

As per claims 9, 20, and 61 Granger does not teach retrieving instructions from a 
database. 

Matsui teaches retrieving instructions from a database [047]. 
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It would have been obvious to one obvious to one of ordinary skill in the art to modify 
Granger with the database of Matsui because it can be retrievable at any terminal with 
network access. 

Claims 13, 28, 29, 35, 41, 42, 54, and 64, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Granger US 6,643,775 in view of Moskowitz 6,958,162. 

As per claims 13, 28, 29, 35, 41, 42, 54, and 64, Granger does not teach delimiting or 
hashing. 

Moskowitz teaches delimiting a file and hashing it (Col 8 lines 23-40). Moskowitz 
teaches the hash may be used for authentication, (Col 8 lines 35-40). It would have been 
obvious to use the properties of Moskowitz with the system of Granger because 
Moskowitz increases uniqueness and security. 

Claims 19, and 60 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Granger US 6,643,775 in view of Maytal US 6,715,079 in view of Frasier US 
5,758,293 

As per claims 19, and 60 Granger does not disclose downloading a program over the 
Internet. 

Maytal teaches CPU's submitting data to request a customized computer program may be 
downloaded to the computer over the Internet, (Col 10 lines 25-35). It would have been 
obvious to one of ordinary skill in the art to modify the program of Granger with the 
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delivery of Maytal because distribution over the Internet is cheaper and faster than other 
delivery methods. Maytal does not specify the timetable for downloading. 
Frasier teaches that data is downloaded contemporaneously with a request for said data, 
(Col 1 lines 17-23). It would have been obvious to use the contemporaneous download 
of Frasier with Maytal because it allows for the quick transfer of data. 

Claims 10, 23, 36, 37, 51, and 68 and 30-34, 36, 37, 43-48, 50, 51, 53, 56, 57 62, and 
66-69 are rejected under 35 ILS.C. 103(a) as being unpatentable over Granger US 
6,643,775 in view of Aucsmith US 5,892,899. 

As per claims 10, 23, 36, 37, 51 and 68 Granger teaches integral diversionary computer 
actions. 

Aucsmith teaches extra obfuscation subprograms that are diversionary in nature, and . 
unrelated to key and first data (Col 6 lines 23-27). It would have been obvious to one of 
ordinary skill in the art to add the obfuscation subprograms the original program of 
Granger so that the original program's obfuscation level is raised. 

Claims 30, and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Granger US 6,643,775 in view of Yarom US 5,949,573. 

As per claims 30, and 43, Granger does not teach moving the program to a random 
memory location. 
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Yarom teaches moving the memory location of the program (Col 3 lines 60-67). It would 
have been obvious to use the random memory moving of Yarom with the system of 
Granger because Yarom 5 s random memory method prevents attackers from knowing 
where the code resides, (Col 4 lines 1-4). 

Claim 46 is rejected under 35 U.S.C. 103(a) as being unpatentable over Granger US 
6,643,775 in view of Carver US 5,850,554 

As per claim 46, Granger does not teach inline code. 

Carver teaches use of inline code with compliers and programs, (Col 12 lines 34-40). It 
would have been obvious to use the inline code of Carver with the system of Granger 
because it allows more efficient modification to the code. 

Claims 11, 25, 38, 52, 63, 67 and 71-73 are rejected under 35 U.S.C 103(a) as being 
unpatentable over Granger US 6,643,775 in view of Barton US 5,912,972 

As per claims 1 1, 25, 38, 52, and 63, 67, and 71-73 Granger teaches using a program to 
generate and apply a key to first data, (Col 6 lines 25-40). Granger teaches taking a set of 
actions (encrypting) using pseudocode so that access to the key is not necessary, (Col 6 
lines 55-60, Col 7 lines 8-20). Granger teaches performing a diversionary set of actions 
while performing cryptographic actions as a form of obfuscation, (Col 12 lines 43-60). 
Granger teaches creating computer executable instructions, but does not teach error 
detection. 

Barton teaches error detection and correction, (Col 9 lines 9-16). 
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It would have been obvious to one of ordinary skill in the art to add the error correction to 
the system of Granger because the error correction would maintain the data and prevent 
errors. 

Claims 27, 40, and 70 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Granger US 6,643,775 in view of Aucsmith US 5,892,899 in view of Johnson US 
5,682,428 

As per claims 27, 40, and 70 The prior Granger- Aucsmith combination does not teach 
decrypting a program using it and then re-encrypting it. 

Johnson teaches decrypting a file, manipulating it and then re-encrypting it, (Col 27 lines 
32-37). It would have been obvious to one of ordinary skill in the art to add the 
encryption of Johnson to the Granger- Aucsmith combination to increase security. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 

disclosure. Collberg US 6,668,325 teaches an obfuscation system. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Christopher J. Brown whose telephone number is 

(571)272-3833. The examiner can normally be reached on 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Gregory Morse can be reached on (571)272-3838. The fax phone number for 

the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 09/604,174 



Page 14 



Art Unit: 2134 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Christopher J. Brown 1 1/13/05 





